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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's arguments, see pages 9-1 0 of Applicant's Response, filed July 1 1 , 
2008, with respect to traverse of the Election/Restriction requirement mailed June 1 1 , 
2008 have been fully considered and are persuasive. The Election/Restriction 
requirement of claims 1-30 has been withdrawn. 

Claim Objections 

2. Claim 2-5 & 7 are objected to because of the following informalities: the phrases 
"reducing agent in four times" (claims 2-3) and "reducing agent in twice or more" (claims 
4-5) and "reducing agent in once or more" (claim 7) contain typographical errors. For 
examination purposes, these limitations were interpreted as meaning to read as follows: 
"reducing agent is four times" (claims 2-3) and "reducing agent is twice or more" (claims 
4-5) and "reducing agent is once or more" (claim 7), respectively. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham etal. (US 6,127,120). 



With regard to claims 1-9, Graham et al. teaches a method for preparing a 
colloidal solution (col. 1 1 , lines 20-29 & col. 36, lines 1 5-24) where colloidal particles are 
formed by boiling a solution containing a metal salt silver nitrate and a reducing agent 
sodium citrate (col. 36, lines 15-24), wherein the concentration of the metal salt in said 
solution is 6x10" 3 M (col. 36, lines 15-24), the concentration of the reducing agent is 
0.01 M (col. 36, lines 15-24), and the reaction time is 90 minutes (col. 36, lines 15-24), 
and wherein the average particle diameter of said colloidal particles is 4-50nm (col. 1 1 , 
lines 47-51 ), but fails to teach the specified amount of metal salt or the specified ratio of 
metal salt to reducing agent. 

While Graham et al. fails to teach the specified amount of metal salt or the 
specified ratio of metal salt to reducing agent, one of ordinary skill in the art would 
understand that the amount of metal salt used can be increased or decreased 
depending on how much end product (colloidal particles) is desired. Furthermore, one 
of ordinary skill in the art would understand that the ratio of metal salt to reducing agent 
can be varied in order to optimize the purity of the end product (colloidal particles). One 
of ordinary skill in the art would understand that if too little reducing agent is used, then 
not all of the metal salt will be reduced, causing the end product (colloidal particles) to 
contain unwanted unreacted metal salt. Furthermore, one of ordinary skill in the art 
would understand that if too much reducing agent is used, then the end product 
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(colloidal particles) will contain unwanted unreacted reducing agent. One of ordinary 
skill in the art would understand that it is common practice in a laboratory to adjust the 
ratio of reactants (such as a metal salt and a reducing agent) in order to optimize the 
purity of the end product (in this instance, colloidal particles). It has been held that 
"[w]here the general conditions of a claim are disclosed in the prior art, it is not inventive 
to discover the optimum or workable ranges by routine experimentation" (MPEP 
2144.05(11)). 

5. Claims 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al. (US 6,127,120), as applied to claim 7 above, and further in view of Le 
Ducet al.(US 3,235,473). 

With regard to claims 10-12, Graham et al. teaches that the colloidal particles 
can be coated on a solid support such as a microscope slide or silicon wafer (col. 26, 
lines 19-23), but fails to teach the concept of fixing colloidal particles onto a substrate of 
the specified material. 

Le Due et al. teaches that a colloidal solution made from a metal salt, 
chloroplatinic acid (col. 3, lines 33-36) and a reducing agent, sodium citrate (col. 3, lines 
69-70), can be fixed on the surface of a substrate by applying said colloidal solution to 
said substrate (col. 5, lines 25-28 & 43-46), where said substrate can comprise of 
woven glass, porous glass, or PTFE coated fiberglass (woven) (col. 2, lines 33-36 & 
59-64). 



Application/Control Number: 10/521,567 Page 5 

Art Unit: 1795 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to add the concept of a substrate comprising of woven glass or porous glass 
of Le Due et al. to the invention of Graham et al. because woven glass and porous glass 
are known to be effective substrates for a colloidal solution and one would have a 
reasonable expectation of success in doing so. 

6. Claims 1 3-30 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Le 
Due et al. (US 3,235,473) in view of Graham et al. (US 6,1 27,1 20). 

With regard to claims 13-30, Le Due et al. teaches a fuel cell (col. 1, lines 8-17) 
comprising electrodes (col. 1 , lines 8-17), and a method for manufacturing fuel cell 
electrodes (col. 1 , lines 8-17), where a colloidal solution made from a metal salt, 
chloroplatinic acid (col. 3, lines 33-36) and a reducing agent, sodium citrate (col. 3, lines 
69-70), can be fixed on the surface of a substrate by applying said colloidal solution to 
said substrate (col. 5, lines 25-28 & 43-46), where said substrate can comprise of 
woven glass, porous glass, or PTFE coated fiberglass (woven) (col. 2, lines 33-36 & 
59-64), but fails to specifically state that the colloid particles are a low-temperature 
oxidation catalyst or teach the specified method of making said colloidal solution. 

While Le Due et al. fails to specifically state that the colloid particles are a low- 
temperature oxidation catalyst, one of ordinary skill in the art at the time of the invention 
would understand that this property is inherent to the compound, and that therefore the 
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colloid particles of Le Due et al. would have the same properties, such as low- 
temperature oxidation, as the colloid particles of the instant application. 

Graham et al. teaches a method for preparing a colloidal solution (col. 1 1 , lines 
20-29 & col. 36, lines 15-24) where colloidal particles are formed by boiling a solution 
containing a metal salt silver nitrate and a reducing agent sodium citrate (col. 36, lines 
15-24), wherein the concentration of the metal salt in said solution is 6x10" 3 M (col. 36, 
lines 15-24), the concentration of the reducing agent is 0.01 M (col. 36, lines 15-24), and 
the reaction time is 90 minutes (col. 36, lines 15-24), and wherein the average particle 
diameter of said colloidal particles is 4-50nm (col. 1 1 , lines 47-51 ), but fails to teach the 
specified amount of metal salt or the specified ratio of metal salt to reducing agent. 

While Graham et al. fails to teach the specified amount of metal salt or the 
specified ratio of metal salt to reducing agent, one of ordinary skill in the art would 
understand that the amount of metal salt used can be increased or decreased 
depending on how much end product (colloidal particles) is desired. Furthermore, one 
of ordinary skill in the art would understand that the ratio of metal salt to reducing agent 
can be varied in order to optimize the purity of the end product (colloidal particles). One 
of ordinary skill in the art would understand that if too little reducing agent is used, then 
not all of the metal salt will be reduced, causing the end product (colloidal particles) to 
contain unwanted unreacted metal salt. Furthermore, one of ordinary skill in the art 
would understand that if too much reducing agent is used, then the end product 
(colloidal particles) will contain unwanted unreacted reducing agent. One of ordinary 
skill in the art would understand that it is common practice in a laboratory to adjust the 
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ratio of reactants (such as a metal salt and a reducing agent) in order to optimize the 
purity of the end product (in this instance, colloidal particles). It has been held that 
"[w]here the general conditions of a claim are disclosed in the prior art, it is not inventive 
to discover the optimum or workable ranges by routine experimentation" (MPEP 
2144.05(11)). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to replace the method of making a colloidal solution of Le Due et al. with the 
method of making a colloidal solution of Graham et al. because both methods are 
known to be effective methods of making a colloidal solution from a metal salt and a 
reducing agent, and one would have a reasonable expectation of success in doing so. 

Conclusion 

7. The prior art made of record and not relied upon which is considered pertinent to 
applicant's disclosure is as follows: Reetz et al. (US 2005/0148464) discloses that the 
size of colloid particles can be controlled by the amount of metal salt used to make said 
colloid particles. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CLAIRE L. RADEMAKER whose telephone number is 
(571)272-9809. The examiner can normally be reached on Monday - Friday, 8:00AM - 
4:30PM, EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/C. L. R./ 

Examiner, Art Unit 1795 



/Alexa D. Neckel/ 

Supervisory Patent Examiner, Art Unit 1795 



